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Claims 1-67 are pending in this application with claims 61-67 held withdrawn. In 
response to applicants' amendments and arguments, the rejections of the claims under 
35 U.S.C. 102(b) as being anticipated by Schewe et al., Sannicolo, Yavorskii et al., 
Hellwinkel et al., Fryer et al., Field et al., Kametani et al., MacDonald et al., Reeder et 
al., and Hromatka et al. and under 35 U.S.C. 103(a) as obvious over Schewe combined 
with Tularik et al. are withdrawn. The search has been extended to include compounds 
wherein L is carbonyl and at least one of X, Y or Z is cyano. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 51 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. Formula I is not in claim 46 nor can Y' or Y" be ortho in 

formulae II or III. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 15-18, 20, 25, 26, 30-34, 36, 37, 39-50 and 53-60 are rejected under 
35 U.S.C. 102(b) as being anticipated by Wu et al., (Chem. Abst. 123:285437). Wu et 
al. disclose the compound, N-(2-benzoyl-4-chlorophenyl)-2,4-dichloro- 
benzenesulfonamide. Although applicants proviso compounds where X is 4-halogen, X 
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may be more than one halogen. Applicants do not proviso compounds where X is 2,4- 
dichloro. 

Claims 1-4, 15-20, 25, 26, 39-34, 36, 37, 39-50 and 53-60 are rejected under 35 
U.S.C. 102(b) as being anticipated by Wagnon et al., US 5,338,755, who disclose N-[4- 
chloro-2-(2-chlorobenzoyl)phenyl]-4-cyano-benzenesulfonamide. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-60 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over the claims of copending 
Application No. 10/848,836. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because they generically overlap. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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No claim is allowed. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571)272-0642. 



PETER O'SULLIVAN 
PRIMARY EXAMINER 
GROUP 1200 



